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DETAILED ACTION 

1 . This office action is in response to applicants' request for continued examination filed on 
January 31, 2006. Amendments to claims 1, 31-33 and 52 have been entered. Claims 1-1 1 and 
23-52 are pending in the application and have been examined. Affidavit filed by the applicant 
under 37 CFR 1.132 on November 4, 2005 has been entered. Rejections made under 35 USC 

1 12, second paragraph and claim objections made in the final office action mailed on May 4, 
2005 are withdrawn in view of the amendments. The rejections and response to arguments are 
stated below. 

Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

3. Claims 33-52 are rejected because the claimed invention is directed to non-statutory 
subject matter. 

Claims 33-52 of the disclosed invention is inoperative and therefore lacks utility. 

Claims 33-52 merely recite elements of an apparatus or a system ("means for" 
corresponds to software program elements and not tangible hardware components) without 
showing any ability to realize functionality of the recited elements (i.e. functional descriptive 
material per se) and therefore is rendered inoperative lacking any utility. 

Note that a computer (or software program) code cannot by itself perform the underlying 
function until it is loaded on some computer readable memory and accessed by the computer (or 
a processor). Functional descriptive material, per se, is not statutory. This is exemplified in In 
re Warmerdam 31 USPQ2d 1754 where the rejection of a claim to a disembodied data structure 
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was affirmed. Thus a claim to a data structure, per se, or other functional descriptive material, 
including computer programs, per se, is not patent eligible subject matter. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter, which the applicant regards as his invention. 

5. Claims 32 and 52 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 32 and 52 recite the limitation "wherein the system comprises one or more 
hardware and/or software devices". However it is not clear how these devices are related to the 
means identified in the respective claims they are dependent on. The functional and structural 
relationship between the hardware devices and the means are not specified in the claim. Hence 
the metes and bounds of these claims are unclear. Appropriate clarification/correction is 
required. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 
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7. Claim 1-1 1 and 23-52 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Williams et al (US Pub. No. 2002/0032612 Al). 

Claims 1 and 33, Williams teaches a computer-implemented method and system for 
processing shipment and return of a package containing items from a Sender to a Recipient (See 
Williams Abstract), the method comprising the steps of: electronically storing package data, for 
the package, and including item data, for the items in the package, in a database (See Williams 
Paragraphs 148-150, 375, Figures 27A and 40); electronically retrieving shipment tracking data, 
for tracking shipment of the package from the Sender to the Recipient and return of one or more 
items of the items of the package from the Recipient to the Sender, from a shipping mechanism 
(See Williams Paragraphs 148-152, 375); electronically adding the shipment tracking data to the 
database (See Williams Paragraphs 148-152); electronically correlating the package data in the 
database with the shipment tracking data (See Williams Paragraphs 149, 455-472); and 
permitting an authorized user to query the database for processing the shipment of the package 
from the Sender to the Recipient and the return from the Recipient to the Sender of the one or 
more items of the items of the package (See Williams Paragraphs 28, 30, 133, 136, 152 and 375- 
410). 

Claims 2 and 34, Williams teaches the step of electronically assigning the package to a 
specific combination of a shipper and shipping method based on the package data (See Williams 
Figures 12 and 38, Paragraphs 330-371). 

Claims 4-1 1 and 36-43, Williams teaches the steps wherein the package data includes at 
least the originating address and the destination address (See Williams Figure 27A), and the item 
data includes a description of the items in the package (See Williams Paragraph 150), said 
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method further comprising the step of: using the package data to electronically calculate shipping 
charges and electronically generate invoices associated with the shipment (See Williams 
Paragraph 333); wherein the item data includes the description and value of each item (See 
Williams Paragraph 150); wherein the step of storing package data comprises transmitting 
package data via the Internet (See Williams Paragraphs 138, 139 and 142); wherein said 
permitting step comprises receiving a query over a computer network and transmitting data from 
the database over the computer network including the Internet in response to the query 
parameters (See Williams Paragraphs 138, 139 and 142); further comprising the steps of: 
electronically adding returned item information to the database if items from the package are 
returned to the Sender (See Williams Paragraph 1 50); in the case of international shipments, 
electronically preparing duty and tax refund claims based on the returned item information and 
the corresponding item data; and electronically adding duty and tax refund information to the 
database (See Williams Paragraphs 187, 199, 204, 253 and 254, additional components of refund 
are interpreted to include duty also); wherein said permitting step comprises receiving a query 
over a computer network and transmitting data from the database over the computer network in 
response to the query parameters (See Williams Paragraphs 152 and 153); wherein the computer 
network comprises the Internet (See Williams Paragraphs 142, 152 and 153). 

Claims 23-26, 28-30, 44-47 and 49-52, Williams teaches the steps and means of selecting 
a shipping assignment for the package based on the package data (See Williams Paragraphs 330- 
371); generating appropriate shipping documents for the package (See Williams Abstract and 
Paragraph 17) comprising package labels (See Williams Paragraph 258) and shipping manifests 
(See Williams Paragraphs 396 and 404); providing a Web site page for permitting the authorized 
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user to query the database (See Williams Paragraphs 173, 174, 179-182); generating duty and tax 
refund claims based upon Receipt of returned item data (See Williams Paragraphs 497 and 533); 
adding return item information to said database if items from a package are returned to the 
Sender (See Williams Paragraph 639), and preparing duty and tax refund claims based on the 
returned item information (See Williams Paragraphs 497 and 533). 

Claims 31, 32 and 52, Williams teaches computer program product including one or more 
computer-readable instructions configured to cause one or more computer processors to perform 
the steps recited in claim 1 and a computer system including one or more hardware and/or 
software devices configured to perform the steps recited in method of claim 1 (See discussion of 
claims 1 and 33 above). A computer program product and a computer system including one or 
more hardware and/or software devices are inherent in the disclosure of Williams. 

Claim Rejections - 35 USC §102 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 3, 27, 35 and 48 are rejected under 35 U.S.C. 103(a) ms being unpatentable over 
Williams et al (US Patent 2002/0032612 Al) in view of Riggs et al (US Patent 2002/0065738 
Al). 

Claims 3, 27, 35 and 48 Williams teaches a method and system of claims 1 and 33 
respectively ms discussed above. 
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Williams does not explicitly teach the steps of electronically determining whether the 
package requires customs clearance and, if so, electronically generating the appropriate customs 
documentation or data transmission to a customs broker and generating appropriate customs 
forms. 

Riggs teaches the steps of electronically determining whether the package requires 
customs clearance and, if so, electronically generating the appropriate customs documentation or 
data transmission to a customs broker (See Riggs Paragraphs 88-91) and generating appropriate 
manifests and customs forms (See Riggs Paragraphs 55 and 88). 

Both Williams and Riggs are concerned with providing transport logistics support for 
users in shipping goods. It would have been obvious to one with ordinary skill in the art at the 
time of the current invention to combine the steps taught by Riggs to the invention of Williams. 
The combination of the disclosures taken as a whole, suggests that users would have benefited 
from the convenience of complying with customs regulations in one session using a user- friendly 
interface. 

Response to Arguments 
10. In response to applicant's argument that the references fail to show the features of 
"correlating package data, for the package, and including item data, for the items in the package, 
with shipment tracking data for the package", the examiner respectfully disagrees. In paragraphs 
149 and 455-472, Williams et al teaches this feature. For instance in paragraph 455, Williams 
discloses that product information is repeated for every product in the package. Hence the 
products in the package are distinguished from the package itself thereby enabling tracking of 
each product. 
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In response to applicant's argument that the references fail to show certain features or 
advantages of applicant's invention, it is noted that the features and advantages upon which 
applicant relies (i.e., "Advantageously, "returns can be handled on an item-by-item basis, rather 
than on a shipment-by-shipment basis," "items are correlated to an accurate description thereof 
to facilitate customs clearance of each item," and "each package, and each item in each package, 
can be tracked and the results made available over a network, such as the Internet") are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). Similarly other features and advantages upon 
which applicant relies (such as "a returns process of the inventions recited in claims 1 and 33, 
advantageously, need not employ further participation from the company that shipped the goods, 
as the items in each package are tracked and correlated, and a return can be processed without 
having to integrate with an order system of the shipper, with a customer who received and 
returned the goods simply filing out a form accompanying the returned goods" "Paragraphs 7 
and 17 of the specification") are not recited in the rejected claim(s). 

In response to applicant's argument that "By contrast, Williams et al., and Riggs et al., 
taken alone or in combination, neither teach, disclose nor suggest the noted features recited in 
independent claims 1, and 33, nor recognize or address the discovered problems with respect to 
conventional shipping and return systems. Accordingly, one of ordinary skill in the art would 
find no motivation to arrive at the invention recited in independent claims 1, and 33, based on 
Williams et al., and Riggs et al., absent improper hindsight reconstructions of Applicant's 
invention based on Applicant's disclosure", the examiner would like to point out that Riggs et al 
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was not used to rejected claims 1 and 33. Hence the applicant's arguments with respect to the 
rejection of claims 1 and 33 about motivation to combine are irrelevant and moot. As discussed 
in the rejection of these claims above, Williams et al. teaches all the features of the claimed 
invention. 

Applicant's other arguments with respect to pending claims have been considered but are 
not persuasive and are moot in view of new grounds of rejection. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

(a) Le et al (US Pub. No. 2003/0069831 Al) (April 10, 2003) Integrated method of 
international trade 

(b) Le et al (US Pub. No. 2003/0065949 Al) (April 3, 2003) Integrated Trade System 

(c) Wells et al (US Pub. No. 2003/0065726 Al) (April 3, 2003) Combined message 

broker 

(d) Delmer et al (US Pub. No. 2003/0065725 Al) (April 3, 2003) Verified message 

broker 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Narayanswamy Subramanian whose telephone number is 
(571) 272-6751. The examiner can normally be reached Monday-Thursday from 8:30 AM to 
7:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached at (571) 272-6747. The fax number for Formal or 
Official faxes and Draft to the Patent Office is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PMR or Public PAIR. Status information for unpublished 
applications is available through Private PMR only. For more information about the PMR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Dr. N. Subramanian 
April 30, 2006 



